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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 2 is rejected under 35 U.S.C. 112, second paragraphias being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. Lines 6-7 recite "a probe" and line 8 recites "a probe" is vague 

and unclear. Is a probe the same probe as a probe? 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Tomimatasu et al. (U.S. patent no. 6,538,254) and further in view of Hironori (JP pub. 

no. 2004-286696). 

In regards to claim 1 , Tomimatasu et al. teach an apparatus for conveying a 
specimen (col. 10, lines 60-66) comprising a probe (fig. 1, 11) for conveying a specimen 
to be observed (col. 1 1 , lines 39-45). 
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Tomimatasu et al. differ from the claimed invention by not disclosing temperature 
control means for controlling a temperature of said probe whereby said sample does not 
change during conveyance. 

Hironori teaches a temperature control means (fig. 1 , 45) for controlling a 
temperature of a probe (fig. 1 , 20) whereby a sample does not change during 
conveyance ([0008], lines 4-11). 

Since both Hironori and Tomimatasu et al. teach a probe for observing, it would 
be obvious to one of ordinary skill in the art to combine the temperature control means 
of Hironori in the device of Tomimatasu et al. because temperature control decreases 
the adverse effects caused by temperature drift. 

In regards to claim 15, Tomimatasu et al. teach a conveying apparatus 
comprising: a conveying member for conveying a sample for observation under an 
electron microscope (col. 10, lines 60-66). 

Tomimatasu et al. differ from the claimed invention by not disclosing a 
temperature control means which regulates a temperature of said conveying member; 
wherein said temperature control means regulates the temperature of said sample in 
such a manner that it does not change before and after the conveyance. 

Hironori teaches a temperature control means (fig. 1 , 45) which regulates a 
temperature of said conveying member (fig. 1, 20); wherein said temperature control 
means regulates the temperature of said sample in such a manner that it does not 
change before and after the conveyance ([0008], lines 4-11). 
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Since both Hironori and Tomimatasu et al. teach a probe for observing, it would 
be obvious to one of ordinary skill in the art to combine the temperature control means 
of Hironori in the device of Tomimatasu et al. because temperature control decreases 
the adverse effects caused by temperature drift. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tomimatasu et al. (U.S. patent no. 6,538,254), and further in view of Shigeo et al. (JP 
pub. no. 09-306405). 

In regards to claim 2, Tomimatasu et al. teach a specimen-obtaining apparatus 
(fig. 1) comprising a stage for supporting a sample (fig. 1, 3); means for isolating a part 
of said sample (col. 1 1 , lines 44-45); probe moving means for mounting and moving a 
probe (fig. 1 , 4); a probe for obtaining (assuming a probe is the same as a probe) a part 
of a sample isolated by said isolation means (fig. 1,11); and a second temperature 
control means for controlling a temperature of said probe (col. 18, lines 61-65). 

Tomimatasu et al. differ from the claimed invention by not disclosing first 
temperature control means, which regulates a temperature of said sample. 

Shigeo et al. teach a first temperature control means (fig. 5, 29) which regulates 
a temperature of said sample ([0014], lines 15-17). 

Since both Shigeo et al. and Tomimatasu et al. teach a sample for observing, it 
would be obvious to one of ordinary skill in the art to combine the temperature control 
means of Shigeo et al. in the device of Tomimatasu et al. because the temperature 
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control means provides an effective means to control the temperature of the sample, 
while effectively using the coolant. 

Claims 3-8 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tomimatasu et al. (U.S. patent no. 6,538,254), and further in view of Shigeo et al. 
(JP pub. no. 09-306405), Hironori (JP pub. no. 2004-286696) and Toshihiro et al. (JP 
pub. no. 05-028946). 

In regards to claim 3, Tomimatasu et al. teach a sample processing apparatus 
(fig. 1) comprising: a stage for supporting a sample (fig. 1, 3); ion beam generation 
means for irradiating said sample with an ion beam (fig. 1 , 9); detection means for 
detecting a signal from said sample in response to the irradiation of said ion beam (col. 
1 1 , lines 26-39); a probe for obtaining a part of the sample processed by the irradiation 
of said ion beam (fig.1 , 1 1 , col. 1 1 , lines 39-49); a sample table for evaluation (fig. 1 , 3, 
col. 11, lines 52-57, detecting changes in electrical resistance is a form of evaluation). 

Tomimatasu et al. differ from the claimed invention by not disclosing first 
temperature control means for controlling a temperature of said sample. 

Shigeo et al. teach a first temperature control means (fig. 5, 29) which regulates 
a temperature of said sample ([0014], lines 15-17). 

Since both Shigeo et al. and Tomimatasu et al. teach a sample for observing, it 
would be obvious to one of ordinary skill in the art to combine the temperature control 
means of Shigeo et al. in the device of Tomimatasu et al. because the temperature 
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control means provides an effective means to control the temperature of the sample, 
while effectively using the coolant. 

The combined invention of Tomimatasu et al. and Shigeo et al. differ from the 
claimed invention by not disclosing second temperature control means for controlling a 
temperature of said probe. 

Hironori teaches a second temperature control means (fig. 1, 45) for controlling a 
temperature of a probe (fig. 1 , 20). 

Since both Hironori and the combined invention of Tomimatasu et al. and Shigeo 
et al. teach a probe for observing a sample, it would be obvious to one of ordinary skill 
in the art to combine the temperature control means of Hironori in the device of 
Tomimatasu et al. because temperature control decreases the adverse effects caused 
by temperature drift. 

The combined invention of Tomimatasu et al., Shigeo et al. and Hironori differ 
from the claimed invention by not disclosing a third temperature control means for 
controlling a temperature of said sample table. 

Toshihiro et al. teach a third temperature control means for controlling a 
temperature of said sample table ([0012], lines 1-6). 

Since both Toshihiro et al. and the combined invention of Tomimatasu et al., 
Shigeo et al. and Hironori teach a sample for observing and temperature control means, 
it would be obvious to one of ordinary skill in the art to combine the temperature control 
means of Hironori in the device of Tomimatasu et al. because it provides better 
temperature control of the sample through plate temperature regulation. 
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In regards to claim 4, Tomimatasu et al. teaches the ion beam generated by said 
ion beam generation means is used to expose a face to be acquired (col. 10, lines 41- 
46) and said detection means is used to acquire information (col. 1 1 , lines 26-44) and 
section and attachment of the sample are carried out (col. 11, lines 39-49). 

Tomimatasu et al. differ from the claimed invention by not teaching under 
conditions that the temperature of said sample is regulated to a predetermined 
temperature by said first temperature control means and section and attachment of the 
sample are carried out in a state where the temperature of said sample is adjusted to a 
predetermined temperature by said first temperature control means. 

Shigeo et al. teach under conditions that the temperature of said sample is 
regulated to a predetermined temperature ([0014], lines 5-8, setting control of the 
temperature is regulating sample to a predetermined temperature) by said first 
temperature control means ([0014], lines 15-17) and section and attachment of the 
sample are carried out in a state where the temperature of said sample is adjusted to a 
predetermined temperature by said first temperature control means ([0014], lines 8-17). 

Since both Shigeo et al. and Tomimatasu et al. teach a sample for observing, it 
would be obvious to one of ordinary skill in the art to combine the temperature control 
means of Shigeo et al. in the device of Tomimatasu et al. because the temperature 
control means provides an effective means to control the temperature of the sample, 
while effectively using the coolant. 

The combined invention of Shigeo et al. and Tomimatasu et al. differ from the 
claimed invention by not disclosing section and attachment of said probe is carried out 
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in a state where the temperature of said sample is adjusted to a predetermined 
temperature by said second temperature control means. 

Hironori teaches section and attachment of said probe is carried out in a state 
where the temperature of said sample is adjusted to a predetermined temperature by 
said second temperature control means ([0008], lines 4-11). 

Since both Hironori and the combined invention of Tomimatasu et al. and Shigeo 
et al. teach a probe for observing a sample, it would be obvious to one of ordinary skill 
in the art to combine the temperature control means of Hironori in the device of 
Tomimatasu et al. because temperature control decreases the adverse effects caused 
by temperature drift. 

In regards to claim 5, Tomimatasu et al. differ from the claimed invention by not 
disclosing said first temperature control means is provided with cooling means for 
cooling said sample to a temperature equal to or lower than room temperature. 

Shigeo et al. teach first temperature control means is provided with cooling 
means for cooling said sample to a temperature lower than room temperature ([0004], 
lines 1-5, liquid helium is lower than room temperature). 

Since Shigeo et al. and Tomimatasu et al. teach a sample for observing, it would 
be obvious to one of ordinary skill in the art to combine the temperature control means 
of Shigeo et al. in the device of Tomimatasu et al. because it allows effective 
observation of a sample at low temperatures. 

The combined invention of Shigeo et al. and Tomimatasu et al. differ from the 
claimed invention by not disclosing said second temperature control means are 
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provided with cooling means for cooling said sample to a temperature equal to or lower 
than room temperature. 

Hironori teaches second temperature control means are provided with cooling 
means for cooling said sample to a temperature equal to or lower than room 
temperature ([0009], lines 8-1 1 , since the probe is regulated to the temperature of the 
sample, it is obvious that since the sample is kept equal or lower than room temperature 
the probe will maintain that temperature via temperature controller to reduce 
temperature drift). 

Since both Hironori and the combined invention of Tomimatasu et al. and Shigeo 
et al. teach a probe for observing a sample, it would be obvious to one of ordinary skill 
in the art to combine the temperature control means of Hironori in the device of 
Tomimatasu et al. because temperature control decreases the adverse effects caused 
by temperature drift. 

In regards to claim 6, Tomimatasu et al. teach wherein said stage, said ion beam 
generation means, said detection means, said probe and said sample table are 
provided in a chamber with a controllable atmosphere (fig. 1, 77), and said apparatus 
further comprises trap means for trapping a gas remaining in said chamber (fig. 1 , 8). 

In regards to claim 7, Tomimatasu et al. teach a sample stage enabling moving 
or inclining of the sample fixed thereon (col. 10, lines 26-36); a probe stage having a 
movable tip (col. 10, lines 60-61 ); a sample table for evaluation (fig. 1 , 3, col. 1 1 , lines 
52-57, detecting changes in electrical resistance is a form of evaluation). 
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Tomimatasu et al. differ from the claimed invention by not disclosing wherein said 
first temperature control means includes a temperature-varying system in a portion onto 
which said sample is fixed; and the apparatus further includes: first temperature 
detection means which is mounted in a part of said temperature-varying system to 
detect the temperature in the vicinity of the sample fixed to said temperature-varying 
system; and temperature control means for controlling temperature of said temperature- 
varying system on the basis of the temperature detected by said first temperature 
detection means, thereby maintaining said sample at a predetermined temperature. 

Shigeo et al. teach wherein said first temperature control means includes a 
temperature-varying system in a portion onto which said sample is fixed (fig. 5); and the 
apparatus further includes: first temperature detection means which is mounted in a part 
of said temperature-varying system to detect the temperature in the vicinity of the 
sample fixed to said temperature-varying system (fig. 5, 28); and temperature control 
means for controlling temperature of said temperature-varying system on the basis of 
the temperature detected by said first temperature detection means, thereby 
maintaining said sample at a predetermined temperature ([0014], lines 8-17). 

Since Shigeo et al. and Tomimatasu et al. teach a sample for observing, it would 
be obvious to one of ordinary skill in the art to combine the temperature-varying system 
of Shigeo et al. in the device of Tomimatasu et al. so that the temperature of the sample 
is continuously monitored and regulated to the predetermined temperature. 
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In regards to claim 8, Tomimatasu et al. teach a sample processing apparatus, 
wherein an ion beam can be irradiated on a lateral surface of the sample held (col. 10, 
lines 41-50, note figure 1 ). 

Tomimatasu et al. differ from the claimed invention by not disclosing surface of 
the sample held on said temperature-varying system. 

Shigeo et al. teach the surface of the sample held on said temperature-varying 
system ([0004], lines 1-5). 

Since Shigeo et al. and Tomimatasu et al. teach a sample for observing, it would 
be obvious to one of ordinary skill in the art to combine the sample held on said 
temperature-varying system of Shigeo et al. in the device of Tomimatasu et al. because 
it would put the sample in close proximity of the temperature-varying system of Shigeo, 
which would allow the temperature to be readily controlled to fix the sample at the pre- 
determined temperature. 

In regards to claim 1 1 , Tomimatasu et al. teach wherein said emitted signal is a 
secondary electron (col. 1 1 , lines 26-34). 

In regards to claim 12, Tomimatasu et al. teach in figure 1 wherein said detection 
means includes a first detector for detecting secondary electrons (col. 1 1 , lines 26-34). 

In the embodiment illustrated in figure 1 , Tomimatasu et al. differ from the 
claimed invention by not disclosing a second detector for detecting secondary ions. 

In another embodiment illustrated in figure 19, Tomimatasu et al. teach a second 
detector for detecting secondary ions (col. 23, lines 52-55). 
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Since both embodiments disclose a sample processing apparatus, it would be 
obvious to one of ordinary skill in the art to combine the second detector for detecting 
secondary ions of Tomimatasu et al.'s second embodiment with the first embodiment so 
that both secondary electrons and ions are detected to form a more descriptive analysis 
of the sample. 

In regards to claim 13, Tomimatasu et al. teach a sample processing method 
(col. 10, lines 41-46) comprising the steps of: sectioning or processing the sample by 
irradiating a predetermined portion of the sample with an ion beam from at least two 
angular directions relative to a surface of the sample (col. 10, lines 26-50); and 
connection said probe to a part of said sectioned sample (col. 10, lines 54-59). 

Tomimatasu et al. differ from the claimed invention by not disclosing controlling a 
temperature of a sample. 

Shigeo et al. teach controlling a temperature of a sample ([0014], lines 15-17). 

Since both Shigeo et al. and Tomimatasu et al. teach a sample for observing, it 
would be obvious to one of ordinary skill in the art to combine the controlling the 
temperature of a sample of Shigeo et al. in the device of Tomimatasu et al. because the 
temperature control means provides an effective means to control the temperature of 
the sample, while effectively using the coolant. 

The combined invention of Tomimatasu et al. and Shigeo et al. differ from the 
claimed invention by not disclosing controlling a temperature of a probe. 

Hironori teaches controlling a temperature (fig. 1, 45) of a probe (fig. 1, 20). 



V 
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Since both Hironori and the combined invention of Tomimatasu et al. and Shigeo 
et al. teach a probe for observing a sample, it would be obvious to one of ordinary skill 
in the art to combine the controlling a temperature of a probe of Hironori in the device of 
Tomimatasu et al. because temperature control decreases the adverse effects caused 
by temperature drift. 

The combined invention of Tomimatasu et al., Shigeo et al. and Hironori differ 
from the claimed invention by not disclosing controlling temperature of a sample plate. 

Toshihiro et al. teach controlling a temperature of said sample plate ([0012], lines 

1-6). 

Since both Toshihiro et al. and the combined invention of Tomimatasu et al., 
Shigeo et al. and Hironori teach a sample for observing and temperature control means, 
it would be obvious to one of ordinary skill in the art to combine controlling a 
temperature of said sample plate of Hironori in the device of Tomimatasu et al. because 
it provides better temperature control of the sample through plate temperature 
regulation. 

In regards to claim 14, Tomimatasu et al. teach a sample evaluating method (col. 
10, lines 41-46) comprising the steps of: sectioning or processing the sample by 
irradiating a predetermined portion of the sample with an ion beam from at least two 
angular directions relative to a surface of the sample (coll. 10, lines 26-50); connecting 
said probe to a part of said sectioned sample; isolating said sectioned sample to which 
said probe has been attached (col. 1 1 , lines 4-25); attaching the isolated sample to said 
sample table using the probe (col. 10, lines 54-59, note figure 1); cutting off the probe 



Application/Control Number: 10/541,551 Page 14 

Art Unit: 2809 

(col. 18, lines 35-37); and irradiating the sample attached to said sample table with an 
evaluation beam for evaluation to obtain from an emitted signal an image of a cross- 
sectioned face of the sample generated by the sectioning or processing step (col. 1 1 , 
lines 39-57). 

Tomimatasu et al. differ from the claimed invention by not disclosing controlling a 
temperature of a sample. 

Shigeo et al. teach controlling a temperature of a sample ([0014], lines 15-17). 

Since both Shigeo et al. and Tomimatasu et al. teach a sample for observing, it 
would be obvious to one of ordinary skill in the art to combine the controlling the 
temperature of a sample of Shigeo et al. in the device of Tomimatasu et al. because the 
temperature control means provides an effective means to control the temperature of 
the sample, while effectively using the coolant. 

The combined invention of Tomimatasu et al. and Shigeo et al. differ from the 
claimed invention by not disclosing controlling a temperature of a probe. 

Hironori teaches controlling a temperature (fig. 1 , 45) of a probe (fig. 1 , 20). 

Since both Hironori and the combined invention of Tomimatasu et al. and Shigeo 
et al. teach a probe for observing a sample, it would be obvious to one of ordinary skill 
in the art to combine the controlling a temperature of a probe of Hironori in the device of 
Tomimatasu et al. because temperature control decreases the adverse effects caused 
by temperature drift. 

The combined invention of Tomimatasu et al., Shigeo et al. and Hironori differ 
from the claimed invention by not disclosing controlling temperature of a sample plate. 
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Toshihiro et al. teach controlling a temperature of said sample plate ([0012], lines 

1-6). 

Since both Toshihiro et al. and the combined invention of Tomimatasu et al., 
Shigeo et al. and Hironori teach a sample for observing and temperature control means, 
it would be obvious to one of ordinary skill in the art to combine controlling a 
temperature of said sample plate of Hironori in the device of Tomimatasu et al. because 
it provides better temperature control of the sample through plate temperature 
regulation. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tomimatasu et al. (U.S. patent no. 6,538,254), Shigeo et al. (JP pub. no. 09-306405), 
Hironori (JP pub. no. 2004-286696) and Toshihiro et al. (JP pub. no. 05-028946) as 
applied to claim 7 above, and further in view of Miller et al. (U.S. PGpub 2004/0173457). 

In regards to claim 9, the combined invention of Tomimatasu et al. and Shigeo et 
al. differ from the claimed invention by not disclosing wherein said temperature control 
means further includes second temperature detection means for directly detecting the 
temperature of the sample; and display means for displaying the temperature detected 
by said second temperature detection means. 

Miller et al. teach wherein said temperature control means (fig. 5) further includes 
second temperature detection means (fig. 5, 78) for directly detecting the temperature of 
the sample ([0032], lines 5-9); and display means for displaying the temperature 
detected by said second temperature detection means ([0028], lines 9-14, reporting the 
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measurements of the temperature to the control software is a means of displaying the 
temperature to the computer to make analysis and adjustments). 

Since both Miller et al. and the combined invention of Tomimatasu et al. and 
Shigeo et al. teach a means for temperature control, it would be obvious to one of 
ordinary skill in the art to use the second temperature detection means of Miller et al. in 
the combined device of Tomimatasu et al. and Shigeo et al. because it would give a 
more precise measurement of the temperature. 

In regards to claim 10, the combined invention of Tomimatasu et al. and Shigeo 
et al. differ from the claimed invention by not disclosing wherein said temperature 
control means executes temperature control in said temperature-varying system on the 
basis of the temperatures detected by said first and second temperature detection 
means. 

Miller et al. teach wherein said temperature control means (fig. 5, 72) executes 
temperature control in said temperature-varying system on the basis of the 
temperatures detected by said first and second temperature detection means ([0032], 
lines 5-8 and [0028], lines 9-22 (computer function that is "described above"), note: the 
computer makes adjustments to temperature based on feedback from multiple detection 
means). 

Since both Miller et al. and the combined invention of Tomimatasu et al. and 
Shigeo et al. teach a means for temperature control, it would be obvious to one of 
ordinary skill in the art to use the temperature control execution of Miller et al. in the 
combined device of Tomimatasu et al. and Shigeo et al. because adjustments made to 
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the temperature near the sample are better made knowing the affects of the 
temperature of the sample. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
(clams 1, 3-8, 11-15) because a translation of said papers has not been made of record 
in accordance with 37 CFR 1.55. See MPEP § 201.15. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Logie whose telephone number is 571-270- 
1616. The examiner can normally be reached on 7:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Loke can be reached on 571-272-1657. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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